The opinion in support of the decision being entered today was not witten
for publication and is not binding precedent of the Board.
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ON BRI EF*

Bef ore COHEN, STAAB, and McQUADE, Administrative Patent Judges.
COHEN, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe refusal of the exam ner to
allowclains 1 through 6, 8 through 11, 13 through 22, 25, and
27, as anended (Paper No. 7) subsequent to the final rejection
(Paper No. 5). These clains constitute all of the clains

remai ning in the application.

! The oral hearing schedul ed for Tuesday, Septenber 11
2001 was wai ved by appel |l ant (Paper No. 14).



Appeal No. 1997-2965
Appl i cation No. 08/534, 110

Appel lant’s invention pertains to a preclosed slide
nmount, a cardboard preclosed slide nmount, and a met hod of
formng a preclosed slide nount. A basic understanding of the
i nvention can be derived froma reading of exenplary clains 1,
11, and 17, as they appear in the AVENDMENT AFTER FI NAL ( Paper

No. 7).

As evi dence of obviousness, the exam ner has applied the

docunents |isted bel ow

St aehl e 2,184, 007 Dec. 19,
1939
Fl orj anci c 3,952,434 Apr. 27,
1976

The following rejection is before us for review

Clainms 1 through 6, 8 through 11, 13 through 22, 25, and
27 stand rejected under 35 U. S.C. § 103 as bei ng unpatentabl e

over Staehle in view of Florjancic.
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The full text of the exam ner’s rejection and response to
t he argunent presented by appellant appears in the answer
(Paper No. 11), while the conplete statenent of appellant’s

argunment can be found in the brief (Paper No. 10).

OPI NI ON

I n reaching our conclusion on the obviousness issue
raised in this appeal, this panel of the board has carefully
consi dered appellant’s specification and clains, the applied
t eachi ngs,? and the respective viewooints of appellant and the
exam ner. As a consequence of our review, we nake the

deterni nation which foll ows.

2 1n our evaluation of the applied prior art, we have
considered all of the disclosure of each docunent for what it
woul d have fairly taught one of ordinary skill in the art.
See In re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510 (CCPA
1966). Additionally, this panel of the board has taken into
account not only the specific teachings, but also the
i nferences which one skilled in the art woul d reasonably have
been expected to draw fromthe disclosure. See In re Preda,
401 F. 2d 825, 826, 159 USPQ 342, 344 (CCPA 1968).




Appeal No. 1997-2965
Appl i cation No. 08/534, 110

We cannot sustain the rejection of appellant’s clains.

| ndependent claim1 is drawn to a precl osed slide nount

conprising, inter alia, a bottomand a cover fornmed froma

cardboard material and a plastic brace coupl ed between the
bottom and the cover, with the bottom bei ng bonded to the
brace. Independent claim 1l sets forth a cardboard precl osed

slide mount conprising, inter alia, a cardboard bottom a

cardboard cover, and a plastic brace between the cardboard
bottom and t he cardboard cover, with the bottom bei ng bonded
to the brace. Independent claim1l7 is drawn to a nmethod of
formng a preclosed slide nount, with the nmethod conpri sing,
inter alia, forming a first filmw ndow into a bottom and
formng a second filmw ndow into a cover, wherein the bottom
and the cover are fornmed from cardboard material, formng a

pl astic brace, and bonding the bottomto the plastic brace.

As to the claimed feature of a plastic brace between a

cardboard bottom and a cardboard cover, we are inforned by the

4
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under |l yi ng specification of the advantages of a plastic brace,
i.e., strength and resiliency (page 3). Further, appellant
explains (specification, page 6, line 27 to page 7, line 7)
that being of plastic the brace is less likely to be
accidentally bent, torn or otherw se damaged. It is al so noted
by appel | ant that because plastic material has shape nenory,
the plastic material will return the slide nount to its

ori ginal shape despite accidental or tenporary deformation

t hereof (specification, page 7, lines 9 through 19).

Wth the above in mind, we turn now to the exam ner’s

evi dence of obvi ousness.

The patent to Staehle teaches a transparent nmount (Fig.
3) that includes a pair of frame nmenbers or flaps 12, 13
formed froma single sheet of paper (page 1, colum 2, lines
33 through 41). Prior to folding the flaps along line 11, a
hol | ow rectangul ar frame nenber 17 (Fig. 2) in the formof a
sheet or strip of dry nounting tissue is placed on the flap
13. The dry nounting tissue has both sides thereof coated with

an adhesive such that the dry nmounting tissue serves to stick

5



Appeal No. 1997-2965
Appl i cation No. 08/534, 110

or adhere the sides of the two flaps together to hold the

mount parts in assenbled rel ation.

The Fl orjancic patent discloses a frane for a
phot ographic slide that consists of a pair of rectangul ar

masks 15, 16 (Fig. 3) nade of plastic material.

The difficulty that we have with the exam ner’s
rej ection, based upon the above teachings, is that when we set
aside in our mnds that which appellant teaches us in the
present application, we readily perceive that the applied
St aehl e and Fl orjanci c docunents, by thenselves, sinply would
not have suggested the proposed nodification of the
transparent nount of Staehle.
Only appellant teaches a plastic brace in conbination with a
cardboard bottom and a cardboard cover, and the benefits
derived therefrom Thus, the rejection is clearly founded upon
i nper m ssi bl e hindsight. Since the evidence of obviousness
woul d not have been suggestive of the clained invention, the

rejection on appeal cannot be sustai ned.
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The deci sion of the exam ner is reversed.

REVERSED

| RWN CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT

LAWRENCE J. STAAB APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOHN P. McQUADE
Adm ni strative Patent Judge
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